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DETAILED ACTION 

1. Applicants election with traverse of Group II, compound 1-105 of claim 20 in the reply 
filed on Oct. 9, 2006 is acknowledged. The traversal is on the ground(s) that groups I and III 
should be combined with group II This is not found persuasive because it was evidence by the 
prior art that when W is N, the compounds exhibits decreased antimicrobial activity (see CA 
93:39290), thus, would not be considered a prima facie obvious core variation for the claims. 
Based on the species election and applicants' argument, groups I and II are joined and the 
restriction between groups I or II, and III based on W being CH or CF, and W is N compound is 
maintained for reason of record and the newly available evidence. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1-21 reading on compounds and composition wherein W is CH or CF are 
prosecuted together with claims 26-29 which are rejoined to the extend of W is CH or CF 
compounds. Claims 22-25, 30-31 and the remaining subject matter of claims 1-21 wherein W 
is N are withdrawn from consideration. 

2. Claims 26-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 26-27 are ambiguous and confusing. It is not understood what does it mean, in 
claim 26, when the scope of the claim is drawn to "decreasing bacterial quantity". Please note, 
decreasing number of bacterial, if it does not affect the infective ability of the bacterial does not 
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result in a patentable utility. The scope is very confusing as to whether this claim treats infection 
or not. 

It is self conflicting, in claim 27, when the method is "preventing" a bacterial infection in 
a "patient". When a patient is infected, there could not be any de novo prevention. A 
maintenance dose in a patient to be infection free, is encompassed by the term treatment. 
Further, it is not understood what does it mean, in claim 27, when the scope of the claim is 
"lessening the severity" of a bacterial infection. Is this treatment of not treatment? When does it 
become treatment? It is recommended that the term preventing or lessening the severity be 
deleted as superfluous ambiguous terms. 

3. Claims 26-29 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claims contain subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 

There is limited disclosure of the instantly claimed compound being tested positive in an 
S. aureus MIC assay. S. aureus is one gram positive bacteria. Testing position against one 
gram positive bacterial does not offer enabling support for the scope of the claims wherein "any 
and all" bacterial infection is encompassed. No enablement support from this one bacteria 
activity can be extrapolated to broad spectrum "antibacterial" activity. This is a scope of 
enablement rej ection. 



Application/Control Number: 10/767,638 



Page 4 



Art Unit: 1625 

4. Claims 1-21, 26-29 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1, 2, 5, 23-26 of copending Application 
No. 10/459,420. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the instant claims are fully embraced by the copending claims 
because the instant claims are limited to the copending claims wherein R3 is T-Ar, wherein T is 
(CH 2 )y and y is 0 compounds i.e. a ring moiety which is directly linked to the bicyclic core. 
There is no good reason why a fully embraced more limited scope should be extended in their 
exclusive rights continuously. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent and to 
prevent possible harassment by multiple assignees. A nonstatutory obviousness-type double 
patenting rejection is appropriate where the conflicting claims are not identical, but at least one 
examined application claim is not patentably distinct from the reference claim(s) because the 
examined application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



5. No claims allowed. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Celia Chang whose telephone number is 571-272-0679. The 
examiner can normally be reached on Monday through Thursday from 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Thomas McKenzie, Ph. D., can be reached on 571-272-0670. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



OACS/Chang 
Feb. 5, 2007 




Primary Examiner 
Art Unit 1625 



